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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 8/28/08 
has been entered. 

Drawings 

2. The drawings were received on 6/27/08. These drawings are acceptable. 

Specification 

3. The specification amendments submitted on 6/27/08 overcome the objections of 
the final office action dated 2/28/08 and are accepted. 

Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 33, 34, 38, and 41 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Sinz (6,01 3,1 38) in view of Jackman (4,561 ,459). 

Sinz discloses a mobile utility valve exerciser means comprising the steps of: 
providing a vacuum container (13), the vacuum container having a vacuum producing 
means (21) to create a vacuum within the vacuum container, and further comprising the 
step of providing a conduit (19) to vacuum solid particles into the vacuum container 
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(1)(col. 8, lines 45-67). Sinz does not disclose the step of the utility valve exerciser 
means being chosen from a group consisting from a hydraulic motor, a D.C. motor, an 
A.C. motor, an air motor or a cylinder, and further comprising the step of the utility valve 
exerciser means having a rotating shaft, and the rotating shaft further comprising the 
step of having a means of attaching to the valve stem of the utility valve and further 
comprising the step of opening or closing a utility valve by rotating the valve stem of the 
utility valve and the utility valve exerciser means being mounted adjacent to an 
articulate boom arm having two or more articulated arms; and the utility valve exerciser 
and the articulate boom arm being mounted on the mobile platform. Jackman discloses 
the use of a utility valve exerciser (40) using a DC motor having a rotating shaft (44) and 
the exerciser being mounted on an articulate boom arm having two or more arms (33 
and 34) that is inherently on a mobile platform (col. 3, lines 41-48 and col. 4, lines 1-6). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include the actuator of Jackman onto the device of Sinz, in order 
to be able to operate the valve remotely. 

Regarding claim 34, all the limitations of the claim are similar to the limitations of 
claim 33 except the following which is evident per Sinz. The method further comprising 
the step of mounting a liquid pressure dissipater means (14) adjacent to the vacuum 
excavation means and wherein the liquid pressure dissipater further comprises the 
steps of having an inlet (79) to accept water under pressure from a water fire hydrant, 
an internal water deflector (the tank with the raised pipe 73 to prevent drainage until the 
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correct water level is reached) to absorb energy in the form of pressure, and an outlet 
(88) to allow water to exit the liquid pressure dissipater. 

Regarding claim 38, Jackman further discloses mounting a control adjacent to 
the utility valve exerciser and the controller (27) further comprising the step of reversing 
the rotation of the rotate able shaft. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to further include the controls of the utility valve exerciser of 
Jackman onto the device of Sinz, in order to have local control of the exerciser. 

Regarding claim 42, Sinz discloses an additional step of mounting a water tank 
(15), water pump (20), water hose (16) and water spray nozzle (17) adjacent to the 
mobile platform, and further comprising the step of using the water spray nozzle to 
make vacuum able the earthen material found in the ground casing to the utility valve 
stem (col. 4, lines 32-34 and 41-61). 

6. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sinz/Jackman in combination as applied to claim 33 above, and further in view of 
Reuschel et al. (6,776,068). 

Sinz/Jackman disclose all the features of the claimed invention except that 
wherein the mobile utility valve exerciser and vacuum excavation method comprises an 
additional step of the rotate able shaft having an extension adapter for connecting the 
utility valve exerciser rotate able shaft to the valve stem of a utility valve. Reuschel et 
al. disclose the use of an extension (20) adapter for connecting the utility valve 
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exerciser rotate able shaft (22) to the valve stem of a utility valve (16)(col. 3, lines 49- 
67). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to utilize the extension rod of Reuschel et al. with the device of 
Sinz/Jackman, in order to access valves that are not readily available. 

7. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sinz/Jackman in combination as applied to claim 33 or 34 above, and further in view of 
Reischl et al. (6,679,222). 

Sinz/Jackman disclose all the features of the claimed invention except that 
wherein the mobile utility valve exerciser and vacuum excavation method comprises an 
additional step of mounting a sensor adjacent the utility valve exerciser to measure the 
torque required to rotate the rotate able shaft of the utility valve exerciser. Reischl et al. 
disclose measuring the torque of a shaft (col. 4, lines 50-53). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the torque sensor of Reischl et al. onto the shaft of 
the utility valve exerciser of Sinz/Jackman, in order to measure the torque. 

8. Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sinz/Jackman in combination as applied to claim 33 or 34 above, and further in view of 
Ward (4,085,551). 

Sinz/Jackman disclose all the features of the claimed invention except that 
wherein the mobile utility valve exerciser and vacuum excavation method comprises an 
additional step of mounting a sensor adjacent the utility valve exerciser to count the 
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revolutions of the rotate able shaft of the utility valve exerciser. Ward discloses 
measuring the number of revolutions (col. 2, lines 13-27). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the number of revolutions measuring device of Ward 
onto the shaft of the utility valve exerciser of Sinz/Jackman, in order to measure the 
number of revolutions. 

9. Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sinz/Jackman as applied to claim 33 or 34 above, and further in view of Smith et al. 
(6,850,843). 

Sinz/Jackman disclose all the features of the claimed invention except that 
wherein the mobile utility valve exerciser and vacuum excavation method comprises an 
additional step of: mounting a sensor adjacent to the utility valve exerciser to locate the 
global location of the utility valve exerciser. Smith et al. disclose the use of a Global 
Positioning System to determine the geographic location of an accident and all the 
corresponding data using a computer and a portable sensor (3)(col. 4, lines 56-67 onto 
col. 5, lines 1-60). 

It would have been obvious to one having ordinary skill in the art to include a 
GPS system as described by Smith et al. onto the device of Sinz/Jackman, in order to 
have an accurate location of the device. 

10. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sinz/Jackman in combination as applied to claims 33 or 34 above, and further in view of 
Reischl et al. (6,679,222) and Ward (4,085,551). 
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Sinz/Jackman disclose all the features of the claimed invention except mounting 
two or more sensors adjacent to the utility valve exerciser and the sensors further 
comprising the step of transmitting sensor collected information to a computer. Reischl 
et al. disclose measuring the torque of a shaft (col. 4, lines 50-53) and Ward discloses 
measuring the number of revolutions (col. 2, lines 13-27). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to utilize the torque sensor of Reischl et al. and the number of 
rotation sensor of Ward onto the device of Sinz/Jackman, in order to measure the 
torque and the number of rotations. 

1 1 . Claim 43 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sinz/Jackman in combination as applied to claims 33 or 34 above, and further in view of 
Hilbig (3,678,534). 

Sinz/Jackman discloses an additional step of mounting an air tank (14) and air 
compressor (21 ). Sinz does not disclose an air hose and air nozzle mounted adjacent 
to the mobile platform and further comprising the step of using the air nozzle to make 
vacuum able the earthen material found in the ground casing to the utility valve stem. 
Hilbig discloses an air hose (1 2) with a vacuum conduit (1 1 ) to make the debris vacuum 
able (col. 1, lines 31-35). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to utilize the air hose and vacuum arrangement as disclosed by 
Hilbig as an alternative to the water hose/vacuum hose set up of Sinz/Jackman, in order 
to eliminate the need for filtering all the water. 
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Response to Arguments 

12. Applicant's arguments filed 8/28/08 have been fully considered but they are not 
persuasive. The argument that Sinz is of non-analogous art is unpersuasive. It has 
been held that a prior art reference must either be in the field of applicant's endeavor or, 
if not, then be reasonably pertinent to the particular problem with which the applicant 
was concerned, in order to be relied upon as a basis for rejection of the claimed 
invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this 
case, The patent to Sinz is clearly within the field of applicants' endeavor, that being a 
mobile vacuum facility to clean out access pipes to buried valves. Clearly the patent to 
Sinz is directed to a mobile vacuum facility. The use, e.g. to clean out valve access 
pipes can clearly be performed by the device of Sinz. Even so, the device of Sinz is 
clearly related to the particular problem with which applicant is concerned, that being 
the problem of cleaning out otherwise debris filled pipes. Clearly a mobile vacuum 
facility such as disclosed by Sinz is of particular relevance to applicants disclosed 
solution, that being a mobile vacuum facility. 

1 3. The general argument that Jackson does not teach or suggest vacuum 
excavations is, although correct, not relevant to the question of obviousness. Generally, 
in response to applicant's arguments against the references individually, one cannot 
show nonobviousness by attacking references individually where the rejections are 
based on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 
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The allegation that the proposed combination of Sinz and Jackson does not meet the 
claimed limitations is nothing more than an allegation absent any specific reasons as to 
claimed structure not found in the reference(s). 

14. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the patent to 
Jackson is relied on for its teaching of a utility valve exerciser (40) using a DC motor 
having a rotating shaft (44) and the exerciser being mounted on an articulate boom arm 
having two or more arms (33 and 34) that is inherently on a mobile platform as set forth 
in col. 3, lines 41-48 and col. 4, lines 1-6. 

1 5. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the in ground utility valve) are not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. 
Cir. 1993). The applicant is indicating that the Jackman device can not open and close 
a utility valve that is in the ground. While this is not part of the claim language the 
examiner disagrees with applicant's argument. The device of Jackman is capable of 
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performing the opening and closing of an in-ground utility valve which is further 
indicated by the combination of Reuschel et al. with Sinz and Jackman. Jackman has 
all the structure that is needed to perform the intended use. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CRAIG M. SCHNEIDER whose telephone number is 
(571)272-3607. The examiner can normally be reached on M-F 8:00 -4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Greg Huson can be reached on (571) 272-4887. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 


/C. M. S./ 

Examiner, Art Unit 3753 
October 9, 2008 


/John Rivell/ 

Primary Examiner, Art Unit 3753 


